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REMARKS 

Claims 10-18 and 21-48 are pending. Independent claims 10, 17, 18 and 41 have 
been revised to more clearly point out the invention and delete redimdant wording. Pages 32 
and 36 of the specification have been amended to correct typographical errors. The internal 
R6 and R7 groups in formula (VII) on page 36 have been revised to be consistent with the 
body of the claim. Claims 19 and 20 have been cancelled. Accordingly, the Applicants do 
not believe that any new matter has been added. 

The Applicants thank Examiner Covington for the helpful and courteous discussion of 
September 21, 2004. Structural differences between the prior art compoxmds and those of 
Claims 36-48 were discussed and differences between the present method claims (directed to 
treating disease like dysuria) and the prior art methods (directed to treating obesity and 
diabetes) were discussed. In view of these differences, it was indicated that the application 
would likely be in condition for allowance if some other amendments were made to the 
claims. It was suggested that clarifying amendments be presented including deleting the 
word "medicament" from Claim 41 and deleting words Uke "prophylaxis" or "prophylactic" 
(e.g., claims 10, 17, 18, 43, 46, and 47). It was also indicated that kit claim-type limitations 
would not distinguish the compounds of claims 19 and 20 from prior art compounds, and the 
Applicants were encouraged to cancel those claims. The Applicants have now revised the 
claims in accord with these recommendations. Favorable consideration of this amendment 
and re-allowance of this application is now respectfully requested. 

Reiection-35 U.S.C. §103 
Claims 10, 17-20 and 36-48 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fisher et al. . U.S. Patent No. 5,561,142. Fisher et al. do not render the 
present invention obvious, because there is no suggestion to treat dysuria (e.g., painful or 
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difficult urination) as required by independent Claim 10 or the other diseases recited by 
Claims 17 and 18, e.g., poUakiuria (e.g., fi-equent urination), cystitis, bladder disfunctions, 
etc. Instead, Fisher et al. is directed to treatment of diabetes and obesity, see its Title and 
Abstract. There is no disclosure or suggestion of Fisher et al. to treat bladder or urinary 
diseases. Accordingly, the Applicants respectfully request the withdrawal of the rejection of 
method of treatment Claims 10-18, 21-35 and 43. 

Claims 36-42 are directed to compoimds and compositions or a method for 
formulating such compositions. Claim 36 is the independent claim. The compoimd of Claim 
36 is not disclosed or suggested by Fisher, because the "A" ring structure on the left side of 
Fisher formula I (see col. 2, lines 21-25, which corresponds to the bicyclic ring on the right 
hand side of formula I in Claim 36) is not linked to a nitrogen. The Fisher A ring is linked to 
-CH(OH)CH2- instead. Therefore, the compoimd of Claim 36 is stmcturally distinct fi-om 
that of Fisher formula (I). 

Claims 44-48 are directed to various methods using the compound of Claim 36 (e.g., 
agonizing j83 adrenergic receptors, inducing gut sympathomimetic activity, gastrointestinal 
disorders, ulcers or pancreatitis or lipolysis), none of which is disclosed or suggested by 
Fisher. Accordingly, the Applicants respectfully request that this rejection now be withdrawn. 

Rejection— 35 U.S.C. 112, second paragraph 
Claims 10, 17-20, 26, 43 and 36-48 were rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite. These rejections are moot in view of the amendments above. 
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Rejection— 35 U.S.C. 112, first paragraph 
Claim 41 was rejected under 35 U.S.C. 1 12, first paragraph, as lacking adequate 
description. This rejection is moot in view of the amendment of Claim 41 to remove the 
redundant language. 



The Applicants respectfiiUy request that the Examiner fiiUy acknowledge the 
documents cited on the information disclosure statement submitted February 14, 2002. 
Reference "AW", Z, Veidelek et al ., Chem. Abstracts 80, No. 7, page 279 (1974) has not 
been initialed. A copy of Form 1449 previously submitted on February 14, 2002 is attached 
to this response for the convenience of the Examiner. 



In view of the above amendments and remarks, the Applicants respectfiiUy submit 
that this application is now in condition for allowance. Early notification to that effect is 
earnestly solicited. 
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